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REMARKS 

The Examiner has rejected claims 36-51 under 35 U.S.C. 1 12, first paragraph, for the 
reasons stated in the office action. It is respectfully submitted that the rejection has been 
overcome by the instant amendment. Claim 36 has been amended to correct a 
typographical error. The incorrect term "styrenic copolymer" has been amended to the 
proper "styrenic block copolymer" as supported throughout the specification and claims. 
Tt is therefore respectfully submitted that the rejection has been overcome. 

The Examiner has rejected claims 1 1 and 46-51 under 35 U.S.C. 1 12, second paragraph, 
as being indefinite. It is respectfully submitted that the rejections have been overcome by 
the instant amendment. Claim 1 1 has been amended to delete the words "such as". 
Regarding claim 46, proper antecedent support is now present due to the above 
amendment to independent claim 36. It is therefore respectfully submitted that each of 
the 35 U.S.C. 1 12 rejections have been overcome, and the claims are now in full 
compliance with the requirements of 35 U.S.C. 1 12. 

The Examiner has rejected claims 36-51 under 35 U.S.C. 102(b) as being anticipated by 
European patent EP 857,758 to lkeda et al. It is respectfully submitted that the rejection 
has been overcome by the instant amendment. Claim 36 has been amended to limit the 
styrcnic block copolymer component of the claimed adhesive compositions. Ikeda et al. 
does not teach the adhesive compositions as amended. 

The invention provides an adhesive composition comprising an adhesive combination of 
at least one tackifier, at least one ethylene/alpha-olcfin copolymer and at least one 
styrenic block copolymer, which styrenic block copolymer consists essentially of a 
styrene/ethylene ethylene-propylene random/styrene block copolymer, a 
styrene/butadiene/styrene block copolymer, a styrene/ethylene butylene random/styrene 
block copolymer, a slyrene/isobutylene/styrene block copolymer, a 



11 

PAGE 12/19' RCVD AT 12/5(2005 2:30:37 PM [Eastern Standard Time] * 8VR:U8PTO-EFXRF-6/27 * DNI8:2738300 * CSID:609 921 9535 ' DURATION (mm-ss): 08-34 



Dec 05 05 02:34p ROBERTS 8. ROBERTS, LLP (609)921-9535 p. 13 



styrene/isoprene/styrene block copolymer or a styrene/hydrogenated butylene/styrene 
lode copolymer. This adhesive composition obtains excellent bond strength between a 
Ouoropolymer layer and a thermoplastic polymer layer or another fluoropo.ymer .aye, 

Ikeda et al. teaches an adhesive composition which includes a modifiedhy^^ 
block copolymer, a tackifier, and optionally an ethylenic polymer that may be an 
ethylene-a-olefin copolymer. Specifically, the adhesive composition of Dceda et al 
rjmms a block copolymer which is both mom^M^rom^. As described on 
page 4, hne 25 through page 5, line 31, Ikeda et al. teaches the hydrogenation of a block 
copolymer of a vinyl aromatic compound and a conjugated diene compound, followed by 
mod^cation with an unsaturated carboxylic acid or a derivative thereof by graft 
polymerization. The reference describes a mandatory amount of 0.01% to 20% by weight 
of the required grafted unsaturated carboxylic acid or a derivative thereof, wherein 
amounts less than 0.01% by weight yields an unacceptable adhesive property and 
amounts greater than 20% by weight also yields an unacceptable adhesive property, as 
well as causing inferior moldability and a deteriorated external appearance of their 
product. 

It is respectfully submitted that the reference does not teach the adhesive compositions of 
the presently claimed invention, and such has been specified by the instant amendment. 
More particularly, the styrenic block copolymers incorporated in the adhesive 
compositions of Ikeda el al are ditferent dian those used in the adhesive compositions of 
the presently claimed invention. Consequently, the applied reference fails to anticipate 
the claimed adhesive compositions. For these reasons, it is respectfully requested that the 
rejection be withdrawn. 

The Examiner has rejected claims 36-51 under 35 U.S.C. 102(b) as being anticipated by 
JP 09-302,3 1 9 to Sato et al. It is respectfully submitted that the rejection has been 
overcome by the instant amendment. Claim 36 has been amended to limit the styrenic 
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block copolymer co mp ooe„, of *. clainled adhesive composMons ^ „ a , ^ ^ 
teach the adhesive compositions as amended. 

Sato et a!, teaches specific hot melt adhesive composttions containing a specific ethylene- 
o-olcfin copolymer, a styrene-ethylene-propylene-styrene (SEPS) block copolymer and a 
tacbfier. Their hot melt adhesive composition is used in the manufacture of sanitary 
goods such as disposable diapers and sanitary napkins. Sato et al. describes their 
adhesive compositions having special properties that are an improvement over their prior 
art in the art of sanitary goods, which special properties are only achieved by their 
particularly described compositions. Specifically, the adhesive compositions of Sato et 
al. aclueve the desired properties only by using then- particularly disclosed ethylene-a- 
olehn copolymers in conjunction with a stvrene-ethvl R n ff . pr . pv ien e . sr v rP n. ^ 
copolymer. As discussed in the last paragraph on page 5 of the JP 09-302,3 1 9 machine 
translation, onJxSEPS has a compatible chemical structure with their necessary ethylene- 
a-olefin copolymers, whereas other styrenic block copolymers, such as styrene-isoprene- 
styrene (SIS) block copolymers, styrene-butadiene-styrene (SBS) block copolymers and 
styrene-ethylene-butylene-styrene (SEBS) block copolymers, etc., are specifically 
described as unacceptable for achieving the necessary adhesive properties in their 
formulation. 

As has been specified through the instant amendment, slyrene-ethylene-propylene-styrene 
block copolymers are within the scope of the claimed invention. Particularly, the 
adhesive compositions of the invention include a styrenic block copolymer which consists 
essentially of a styrene/elhylene ethylene-propylene random/styrene block copolymer, a 
styrene/butadiene/styrene block copolymer, a styrene/ethylene butylene random/styrene 
block copolymer, a styrene/isobutylene/styrene block copolymer, a 
styrenc/isoprene/styrene block copolymer or a styrene/hydrogenated butylene/styrene 
block copolymer. Accordingly, it is respectfully submitted that the Sato et al. reference 
foils to anticipate the claimed adhesive compositions. For these reasons, it is respectfully 
requested that the rejection be withdrawn. 
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The Examine, has rejected claims 1-35 and 52-61 under 35 U.S.C. 103(a) over U S 
2004/0 1 97567 to Tsai et al. in V1 ew of Ikeda et a.. It is respectfully submitted that the 
rejection is not well taken. 

The invention provides multilaycred films comprising a fluoropolymer layer attached to a 
thertnopkstic polymer layer via an intermediate adhesive tie layer, which adhesive tie 
layer comprises an adhesive combination of at least one tackifier, at least one 
ethylene/alpha-olefin copolymer and at least one styrenic block copolymer. The adhesive 
composition adheres layers of such dissimilar polymeric materials that are otherwise 
incompatible, and achieves a significantly improved interlayer bond strength between 
fluoropolymer and thermoplastic polymer layers as compared to the art. See, for 
example, Example 2 on page 25 of the specification, which illustrates a PCTFE/tie/COC 
film structure having a superior bond strength of 1860 g/inch. See also Example 3 on 
page 26 of the specification which illustrates another PCTFE/tie/COC film structure 
having a superior bond strength of 1720 g/inch. 

As discussed above, Ikeda et al. Ikeda et al. teaches a specific adhesive composition 
which includes a modified and hydropenated block copolymer, a tackifier, and optionally 
an ethylenic polymer that may be an ethylene-a-olefin copolymer. Among the specific 
requirements for the adhesive composition of Ikeda et al. is a mandatory amount of 0.01% 
to 20% by weight of a gralled unsaturated carboxylic acid or a derivative thereof, wherein 
amounts outside those ranges yield unacceptable adhesive properties as well as causing 
inferior moldability and a deteriorated external appearance of their product. 

Tsai et al. discloses multilayer moisture barrier films useful as packaging materials. More 
particularly, Tsai ct al. describes multilayer barrier films that comprise a fluoropolymer 
layer attached to a cyclic olefin polymer layer via an adhesive tie layer which adhesive 
comprises a polyurethane, an epoxy or at least one functionalized polyolefm composition. 
As the Examiner acknowledges, Tsai et al. fails to disclose the adhesive compositions of 
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*e present,, claimed invention. More speciflcany, Tsai a a , ^ ,„ ^ m 
comprising . styrenic Wuck MpoJymer a tack . fier ^ _ ethy|enc _ o olef . ii copojymer 

To fill this void, the Examiner has appiied Ikeda e, al. Keda =, a,, is discussed in detai, 
above. „ is respecttoly submitIed , hat ^ Exam . ner . mp[opwiy 

Terence, , k cda e, al. does no, describe fun, structunes that include a fluotopolymer 
layer. Moreover. white Tsai «, a,, does describe fluoropolymer layer containing 
mulnlayer ffim structures, ,heir scares incotporate a specialized adhesive tie layer 
composite that is very different tan the adhesive compositions described by the 
clauned invention. Important there is no teaching or suggest in either referee to 
combine the multilayer tltots disclosed by Tsai et td. with the adhesive composition 
described by Ikeda et al. 

Particularly, there is no evidence in the Ikeda et al. reference that their adhesive 
compositions would even be compatible with fluoropolymer, let alone be sufficient to 
adhere fluoropolymer layers with other polymeric layers. As the Tsai et al. reference 
exemplifies, it is difficult to achieve a strong bond between fluoropolymer layers and 
other non-fluoropolymer layers. While the Tsa, et al. reference requires a specialized 
adhesive composition to attach toe indivklual polymer layers of their multilayer films, 
they are only able to achieve interlayer bond strengths of between 580 grams/inch to 600 
grams/inch. See, for example, paragraph 33, wherein Tsai et al. discloses the bond 
strength of their PCTFE/tie/COC films as having interlayer bond strengths of between 
580 grams/inch to 600 grams/inch per the ASTM F904 testing method. Utilizing the 
identical ASTM F904 testing method, the multilayer fluoropolymer films of the presently 
claimed invention achieve bond strengths nearly three times achieved by Tsai et al. See, 
for example, Examples 2 and 3 of the presently claimed invention which describe 
PCTFE/tie/COC films having bond strengths of 1860 g/inch and 1720 g/inch, 
respectively. The multilayer fluoropolymer films of the invention therefore have superior 
domination resistance over the multilayer fluoropolymer films of the Tsai reference. It 
is respectfully submitted that the Examiner has not given adequate weight to this 
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important evider.ee. According*, i, is respeclfuIly ^ ^ ^ ^ fc 

would »„, look ,„ „ K lkeda « a , refcrence ^ ^ ^ Tsa . m ^ refere ^ 
to arrive at the presently claimed invention. 

Apptieants snbnti, that the Examiner is looking beyond the teaching of the references 
The belief that one akilted in the art could f 0!m me c]aimed rau|ti , ayered ^ ^ ^ 
suggest that one sKou.d form such a film to obtain the disclosed benefits. The mere fact 
that references can be combined or modified does no, render the resultant combination 
obvtons unless the prior an also suggests the desirability of the combination. ,„ „ mis 
9l6F.2d680, ,6US,»Q2d ,430 (Fed. Cir. ,990). Such a suggestion is absent in each of 
the references. 

la determining .prima facie case of obviousness, it is necessary to ascertain whether or 
not the reference teachings would appear to be sufficient for one of ordinary skill in the 
relevant art having the reference before him to make the proposed substitution, 
combination, or other modification. In re Linter, 458 F.2d 1013, 1016, 173 USPQ 560, 
562 (CCPA 1 972). To do so, the applied prior art must be such that it would have 
provided one of ordinary skill in the art with both a motivation to carry out the claimed 
invention and a reasonable expectation of success in doing so. See In re Vaeck, 947 F.2d 
488, 20 USPQ2d 1438, 1442 (Fed. Cir. 1991); /„ re O 'Farrell, 853 F.2d 894, 902, 7 
USPQ2d 1673, 1680 (Fed. Cir. 1988). The lkeda el al. and Tsai et al. references tail to 
provide such motivation. 

It is further respectfully submitted that the Examiner is reconstructing the art in light of 
Applicants' disclosure. The point in time that is critical for an obviousness determination 
is at ihe time the invention. "To imbue one of ordinary skill in the art with knowledge of 
the invention in suit, when no prior art reference or references of record convey or 
suggest that knowledge, is to fall victim to the insidious effect of a hindsight syndrome 
wherein that which only the inventor taught is used against its teacher." W.L. Core & 
Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Cir. 
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1983). Obviousness canno, be es,ab.ish=d by hindsigh. combination «„ produce .he 

churned invents. /„ re Gorman, 933 F.2d 982, 986, 18 USPQ2d 1885 1888 

(Fed Cir. ,„,). „ „ „. prior a „ ilse|fi ^ no( fte Appi . cants , achievcmem ^ ^ 

eshrbhsh 0. obviousness of use „ mbi nauon. Where Applicant ,eaebi„ gs « „ e eded ,o 
lind the invention, the invention is not obvious. 

In the instan, case, the motives in the references, as disclosed by the practice, theretn, are 
quae Afferent from those in lhe tasram invention. "Obviousness cannot be esubbshed by 
combining the teachings of the prior art to produce the claimed invention, absen, some 
.eachmg. suggestion o, incentive supporting the combination.- 1„ re Geiger 2 U S P Q 2d 
■276, 1278 (CATC 1 987). There is simply no«hing in ,be chad references to suggest to 
someone skihed in ,he art that .hesc Kachings should be combined in order .o achieve 
this result. 

The Examiner has failed to show the linchpin to connect the art and has failed to show a 
suggestion in the art rather than from an unsupported subjective conclusion, to form the 
claimed structure. The ancient argument that a building design is not obvious in view of 
a pile of bricks and mortar from which it is constructed, is equally applicable here. 
Citing references that merely indicate that isolated parts recited in the chums are known is 
not a sufficient basis for a conclusion of obviousness; there must be something that 
suggests the desirability of combining the references in a manner calculated to arrive at 
the claimed invention. Ex parte Hiyamizu, 10 U.S.P.Q.2d 1393, 1394 (PTO Bd. Pat. Ap. 
and Int., 1988). 

In addition, in determining the differences between the prior art and the claims, the 
question under 35 U.S.C. 103 is not whether the differences themselves would have been 
obvious, but whether the claimed invention as a whole would have been obvious. 
Slratojlex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 218 USPQ 871 (Fed. Cir. 1983); 
Schneck v. Nortron Corp., 713 F.2d 782, 2 18 USPQ 698 (Fed. Cir. 1983). It is 
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asserted tha, the invent, ^ 
ordtnary skiU i„ art al , he time te invemion ^ made ™ « °< 

For the firregoing re3sons , „ is respectf „, y ^ ^ ^ 
therefore requested (hat the rejection be withdrawn. 

»W requests re-exanrinanon of this apphcation aud behaves it is 
now ,„ condttton for ahowance. Sueh actio,, is „. , f the Exami „„ ^ £ 

-erstgued be contacted to arrange for an interview which t»a y expedite prosecution. 

Respectfully submitted, 




Richard S. Roberts 
Reg. No. 27,941 
P.O. Box 484 

Princeton, New Jersey 08542 

(609)921-3500 

Date: December 5, 2005 




Richard S. Roberts 
Reg. No. 27,941 
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